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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-10 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for those perovskite crystalline thin films and 
underlayer combinations recited in Table 1 having a specific atomic layer as claimed, 
does not reasonably provide enablement for thin films formed of any combination of thin 
film and underlayer as claimed. The specification does not enable any person skilled in 
the art to which it pertains, or with which it is most nearly connected, to determine which 
combinations of elements in both the underlayer and overlying thin film have the 
relationship necessary to include the specific atomic layer of the invention 
commensurate in scope with these claims. Applicant has acknowledged that the 
combination of Sm123/MgO cannot share a specific atomic layer at the interface as 
claimed (page 7, line 3), thus it is clear that not just any combination of compositions for 
these elements will have the properties taught by the specification. It is therefore the 
Examiner's position that the breadth of the claims exceeds the teachings of the 
specification. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-10 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Hasegawa et al. ("Preparation of SmBa2Cu30 y Films with Improved In-plane Alignment 
by Pulse Laser Deposition", J. Japan Inst. Metals, 20 April, 2002, Vol. 66, No. 4, pages 
320-328). 

Hasegawa et al. teach a REBa 2 Cu 3 O y thin film formed on an underlayer of 
BaZr0 3 . A BaO atomic layer commonly contained between the thin film and the 
underlayer is shared at an interface of these two layers. In the region directly adjacent 
to the interface, the ratio of crystalline regions having grown with an orientation of less 
than 1 .6 degrees on the basis of crystal orientation of the underlayer is 50% or more as 
evidenced by the X-ray diffraction data. The underlayer is single crystalline. 

Regarding claim 2, stacked-layer crystal structures are taught. 

Regarding claims 3 and 4, perovskite type compounds are taught as the thin film 
and underlayer. 

Regarding claim 5, the difference in lattice constant as claimed is taught. 
Regarding claim 6, a REBa 2 Cu 3 O y thin film is taught (abstract and page 1, 
column 1). 

Regarding claim 7, BaZr03 is taught (abstract). 
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Regarding claim 8, a superconductivity is taught at a temperature of 93 K. 

Regarding claim 9, as like materials are used in a like manner, the interface 
energy is expected to be the same as claimed. 

Regarding claim 10, the language used is product by process. The above 
arguments establish a rationale tending to show the claimed product is the same as 
what is taught by the prior art. "[E]ven though product-by-process claims are limited by 
and defined by the process, determination of patentability is based on the product itself. 
The patentability of a product does not depend on its method of production. If the 
product in the product-by-process claim is the same as or obvious from a product of the 
prior art, the claim is unpatentable even though the prior product was made by a 
different process." In re Thorpe, 227 USPQ 964,966. Once the Examiner provides a 
rationale tending to show that the claimed product appears to be the same or similar to 
that of the prior art, although produced by a different process, the burden shifts to 
applicant to come forward with evidence establishing an unobvious difference between 
the claimed product and the prior art product. In re Marosi, 710 F.2d 798, 802, 218 
USPQ 289, 292 (Fed. Cir. 1 983), MPEP 2113. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Aaron S. Austin whose telephone number is (571) 272- 
8935. The examiner can normally be reached on Monday-Friday: 7:30 AM to 4:00 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer McNeil can be reached on (571) 272-1540. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for' 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

ASA 



JENNIFER MCNEIL 
SUPERVISORY PATENT EXAMINER 



